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Remarks 

Formal Matters 

Claims 1-10 and 43-51 are pending after entry of the amendments set forth herein. 

Claim 1 has been amended to specify that the flavin agent is present at a concentration that 
ranges from about 1 mM to about 15 mM. Support for this amendment may be found in the 
specification, e.g., at page 7, lines 3-8. Claim 7 has been amended to correct a minor informality. The 
amendments to these claims were made solely in the interest of expediting prosecution, and are not to be 
construed as an acquiescence to any objection or rejection of any claim. 

Claims 43-51 have been added as new. Support for these claims may be found in the 
specification and the originally filed claims, e.g., at page 6, line 8 to page 7, line 14. 

New matter has been added by these amendments. Accordingly, Applicants respectfully request 
entry thereof. 

Applicants respectfully request reconsideration of the application in view of the amendments and 
remarks made herein. 

Objections and Rejections under 35 ILS.C. $112 

The Applicants note that in a telephone interview held on June 4, 2004, the Examiner confirmed 
that the objections and rejections under 35 USC 112, 1J1 and f 2 have been overcome. 

Objections Rejections under 35 U.S.C, §102 

Independent Claim 1, and the claims that depend therefrom, have been amended to specify that 
the flavin agent is present at a concentration that ranges from about 1 mM to about 25 mM. In a 
telephone interview held on June 4, 2004, it was agreed that none of the cited references (Ouyang et al. 
(EP1 1301 1 1 A2), Nippon Chemiphar (Derwent 1985-070861), Steinbach et al., (US 4,724,204)) teach a 
flavin agent present at a concentration that ranges from about 1 mM to about 25 mM. Accordingly, the 
Applicants submit that Claim 1, and the claims that depend therefrom, are not anticipated by the cited 
references. Accordingly, the Applicant respectfully requests that the rejection of the claims under 35 
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USC 102 as anticipated by Ouyang et al., Nippon Chemiphar, Steinbach et al., and Geisler et al. be 
withdrawn. 

Rejection under 35 U.S.C. $103 - Nippon and Geisler et al. 

Claims 1-10 and 33-42 are rejected under 35 U.S.C. § 103(a) as unpatentable in view of 
Nippon and Geisler et al. Claims 33-42 are cancelled. The Applicants respectfully traverse this 
rejection with respect to claims 1-10 and newly added claims 43-5 1. 

As noted above, these claims specify a composition that includes a flavin agent present at a 
concentration that ranges from about 1 mM to about 25 mM. Nippon in view of Geisler et al. fails to 
teach or suggest a composition as claimed. Specifically, neither reference teaches or suggests a flavin 
agent at a concentration as claimed in the subject claims. Nippon employs a flavin agent as a coenzyme. 
As noted in the attached declaration, it is known in the art that the concentration of flavin agent 
employed as a coenzyme would be far less than the concentration of flavin agent claimed in the subject 
claims as the function of a coenzyme is merely to activate the enzyme and as such there is no reason to 
increase the concentration of a coenzyme above that minimal amount needed to activate the enzyme. 
Geisler et al. do not describe a flavin agent at all. Accordingly, there is not even any suggestion in the 
cited references or in any reference of record to include the claimed amounts of a flavin agent in the 
compositions of Nippon and/or Geisler et al. 

Accordingly, for at least this reason, the Applicants respectfully submit that this rejection of the 
claims under 35 U.S.C. §103 be withdrawn. 

Rejection under 35 U.S.C. $103 - Ouyang et al. 

Claims 1-2, 4-10, 33 and 35-41 are rejected under 35 U.S.C. §103(a) as unpatentable in view of 
Ouyang et al. Claims 35-41 have been cancelled. The Applicants respectfully traverse this rejection with 
respect to claims 1-2, 4-10 and newly added claims 43-51. 

As noted above, claim 1, and the claims that depend therefrom, specify a composition that 

includes a flavin agent present at a concentration that ranges from about 1 mM to about 25 mM. Ouyang 

et al. fail to teach or suggest a composition as claimed. Specifically, Ouyang et al. do not teach or 
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suggest a flavin agent at a concentration as claimed in the subject claims. Ouyang et al. employ a flavin 
agent as a coenzyme and as such does not render the instant claims unpatentable for reasons analogous 
to those described above. Accordingly, there is not even any suggestion in the cited reference or in any 
reference of record to include the claimed amounts of a flavin agent in the compositions of Ouyang et al 
Accordingly, for at least this reason, the Applicants respectfully submit that this rejection of the 
claims under 35 U.S.C. §103 be withdrawn. 

Rejection under 35 U.S.C. §103 - Steinbach et al. 

Claims 1, 2, 4, 6, 8, 33, 37 and 39 are rejected under 35 U.S.C. § 103(a) as unpatentable in view 
of Steinbach et al. Claims 33, 37 and 39 have been cancelled. The Applicants respectfully traverse this 
rejection with respect to claims 1 , 2, 4, 6, 8 and newly added claims 43-5 1 . 

As noted above, claim 1 , and the claims that depend therefrom, specify a composition that 
includes a flavin agent present at a concentration that ranges from about 1 mM to about 25 mM. 
Steinbach et al. fail to teach or suggest a composition as claimed. Specifically, Steinbach et al. do not 
teach or suggest a flavin agent at a concentration as claimed in the subject claims. Steinbach et al. 
employ a flavin agent as a coenzyme and as such does not render the instant claims unpatentable for 
reasons analogous to those described above. Accordingly, there is not even any suggestion in the cited 
reference or in any reference of record to add include the claimed amounts of a flavin agent in the 
compositions of Steinbach et al. 

Accordingly, for at least this reason, the Applicants respectfully submit that this rejection of the 
claims under 35 U.S.C. §103 be withdrawn. 

Rejection under 35 U.S.C. §103 - Geisler et al. 

Claims 34, 35, 37, and 39-41 are rejected under 35 U.S.C. §103(a) as unpatentable in 
view of Geisler et al. (US 4,613,569). These claims have been cancelled. Accordingly, the 
Applicants respectfully request that this rejection be withdrawn. 
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CONCLUSION 



Applicant submits that all of the claims are in condition for allowance, which action is requested. 
If the Examiner finds that a telephone conference would expedite the prosecution of this application, 
please telephone the undersigned at the number provided. 

The Commissioner is hereby authorized to charge any underpayment of fees associated with this 
communication, including any necessary fees for extensions of time, or credit any overpayment to 
Deposit Account No. 50-0815, order number LIFE-040. 



BOZICEVIC, FIELD & FRANCIS LLP 
200 Middlefield Road, Suite 200 
Menlo Park, CA 94025 
Telephone: (650) 327-3400 
Facsimile: (650)327-3231 

F:\DOCUMENT\LIFE\040\amendment RCE.doc 



Respectfully submitted, 

BOZICEVIC, FIELD & FRANCIS LLP 





Susan Tall 
Registration No. 52,272 
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Dear Sir, .„ ftf the subiect matt er claimed in the patent application 

one of skill in the art. 

I hereby declare as follows: 

^SS'Sot^r, *.'*<*>- made by the Examine,. 

2. The S ubje«i n v ra tio D s P ecffiesaflavi„ a genta. a co I ^ation4a t » n gesfiomabout 1 

mM to about 25 mM. 

. j c AT<5P a t*.ntNo 4 724 204(the'204patent)toSteinbachet 



invention. 



JUN-16-2004 15:07 



THERASENSE 



P. 03 



a coenzyme. , f 

sufficient to activate an enzyme. 

Lnzyme above *hich is needed to acttvate an enzyme. 

, ^^^^^^^^^^^ 
enzyme is extremely low. 

concentration that ranges from about I rnM to aoou* * 

mat all statements made on •ff^.^SS fttee statements and the like so made ate 
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patents issued therefrom. 

Respectfully submitted, 




Date: _ j £ Tianmei Ouyang 
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